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DETAILED ACTION 

I. The current office-action is in response to the amendment filed on 1 1/21/05, 
Accordingly, Claims 1 & 6 are cancelled, 2-5 & 8-12 are previously allowed, and Claims 

7, 13-16 are pending for fiirther examination as follows: 

Claim Rejections - 35 USC §103 

II. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

III. Claims 7, 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Molne 
[US 599981 1] in view of Seppanen et al. [US 5903832]. 
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Regarding claims 7, 13-14, Molne disclose A Subscriber Identity Module (41; Fig.2) for 
a mobile telephone (32; Fig.2) arranged to automatically establish a roaming service with a 
public land mobile network, the telephone including a subscriber identity module having an 
operator list of preferred public land mobile networks and network selection data wherein prior 
to a location update the preferred public land mobile networks contained in the PLMN selector 
data have preference over other user-defined or operator-defined public land mobile networks. 
(Col.3; 33-55 & Col.4; 16-35, Col.5; 4-12 & 25-40, Col.7; 65-Col.8; 13 and Claim 1) 

Molne fails to disclose the network selection data is modified to include the preferred 
public land mobile networks fi-om the operator list. However, Seppanen teaches in an analogous 
art, that the network selection data is modified to include the preferred public land mobile 
networks fi'om the operator list. (Col.7; 10-24) Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of invention to include the network selection data is modified 
to include the preferred public land mobile networks fi'om the operator list in order to provide a 
capability of enhanced system selection. 

Regarding claim 15, Molne disclose A mobile telephone according to claim 14 wherein 
the network selection data includes a registered public land mobile network and a country code 
of the registered public land mobile network is compared with preferred public land mobile 
networks fi*om the operator list, the most preferred network with the same coimtry code replacing 
the registered public land mobile network. (CoL7; 65-Col.8; 13) 
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IV. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Molne & 
Seppanen further in view of Lee et al. [US 5974328] (hereinafter Lee). 

Regarding claim 16, the above combination discloses all the particulars of the claim 
except the network selection data includes a public land mobile network (PLMN) selector and 
preferred public land mobile networks from the operator list are copied to the PLMN Selector. 
However, Lee teaches in an analogous art, that a mobile telephone according to claim 14 wherein 
the network selection data includes a public land mobile network (PLMN) selector and preferred 
public land mobile networks from the operator list are copied to the PLMN Selector. (Col.4; 18- 
33 & Col. 2; 29-34, Col.3; 6-26). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of invention to include the network selection data includes a public land 
mobile network (PLMN) selector and preferred public land mobile networks from the operator 
list are copied to the PLMN Selector in order to provide rapid system access of mobile phones 
outside of its home service area. 

Allowable Subject Matter 

V. The following is an examiner's statement of reasons for allowance: 

All of the above prior art fails to disclose a method of automatically establishing a 
roaming service for a mobile telephone, including using a pre-programmed SIM card such that a 
Location Update is performed in the following logical order: - 1 . Registered Public Land 
Mobile Network ("RPLMN") i.e. the last registered network as stored in the SIM directory 
(EF6F7E) 2. Home PLMN (''HPLMN") 3. PLMNs contained in a "IPLMN Selector" data field 
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based on the "Operator List", 4. User-defined preferred PLMN 5. Other PLMNs with 
received signal level above a predetermined strength in random order; and 6. All other PLMNs 
in order of descending signal strength. 

Claims 2-5 & 8-12 are allowed based on over Molne & Seppanen further in view of Lee 

et al. 

Response to Arguments 

VL Applicant's arguments filed on 11/21/2005 have been fully considered but they are not 
persuasive. 

hi response to Applicant's argument that Molne doesn't teach, "the preferred public land 
mobile networks contained in the PLMN selector data have preference over other user-defined 
or operator-defined public land mobile networks." it is noted that Mohie supports the assertion 
as, in the PLMN selection process, which is also hard coded into the PCS 1900 mobile station 
like that of AMPS, the mobile station normally looks for cells only in its home PLMN. If no 
service is available on the home PLMN, then the mobile station will search for a preferred 
PLMN whose identities are stored at SIM memory location 6F30. If the mobile station locks 
onto a preferred PLMN, the user can altematively select another network by commanding the 
mobile station to make a new network search, assuming that there is a second network covering 
the geographic area in which the mobile station is currently located which is not identified as a 
forbidden PLMN at SIM memory location 6F7B. These forbidden PLMNs may be identified 
by the subscriber's network operator so that the mobile station will not access these other 
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networks. (Col.4; 16-35, CoL5; 25-40, Col.7; 65-CoL8; 13 and Claim 1) Hence, it is believed 
that Molne teaches the claimed limitations. 

Also, Applicant's argument that Seppanen doesn't teach, "the network selection data is 
modified to include the preferred public land mobile networks from the operator list. " it is 
noted that Seppanen supports the assertion as. In the automatic mode the mobile station 10 
automatically selects one of the available systems. If coverage is lost, the automatic selection 
procedure is restarted without requiring any user action. A system is selected primarily using 
the priorities defined as to the different network types. If there are several systems with the 
same priority available, then one of the received signal according to the received signal 
strength. That is, the system having the highest received signal strength is selected. The priority 
order of the different network types as default are as follows (highest priority first): residential 
systems; private systems; and public systems. The priority order of the different public systems 
depends on the PUBLIC NETWORKS menu selection, as described below with regard to FIGS. 
19A through 19F. (Col.7; 10-24)." 

For that reason, it is believed and as enlighten above, the rejections should be sustained. 

Conclusion 

VII. THIS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action, hi no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the mailing 
date of this final action. 

VIII. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Sharad Rampuria whose telephone nimaber is (571) 272-7870. 
The examiner can normally be reached on M-F. (8:30-5). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on (571) 272-7495. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained fi:-om either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://portaLuspto.gov/extemal/portal/pair. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toU- 
fi*ee) or EBC(S),uspto.£ov . 
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Examiner 
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